I APPLICATION NO. | FILING DATE 



i J s / 2: 4 s . b b o 2 / 0 s / 9 9 



r 



UNITED STATES ^ARTMENT OF COMMERCE 
Patent and Traden'i^rk Office 

Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 



FIRST NAMED INVENTOR 



NLJRA1'-A 



Ml^1C2/062u 



ATTORNEY DOCKET NO. 



EXAMINER 



DIETRT CH . M 



ART UNIT 



PAPER NUMBER 



DATE MAILED: 



/ 0 0 



plSSg.'""™' •^'^'^ ""'^ """"""'cation concerning .his application or 

Commissioner of Patents and Trademarks 



PTO-90C (Rev. 2/95) 
US. G.P.O. 2000 ; 465-1 88/26266 



1- File Copy 



Office Action Summary 



Application No. 

09/245,288 



Applicant(s) " 

MURATA. AKIHIRO 



Examiner 

Michael Dietrich 



Art Unit 

2814 



Status 



™l"rufN"IS^ro"p?.:;s"SSN^?S^ ™ ^^^^^ ^ M0NTH<S, from 



1)^ Responsive to communication(s) filed on 01 June 20on . 

2a)n This action is FINAL 9hM^ Thi^ 

^D)(2sl This action is non-final 

Disposition of Claims 

4) 13 Claim(s) 1-12 and 19-P5 is/are pending in the application. 
4a) Of the above ciaim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 13 Claim(s) ir2 is/are rejected. 

7) n Claim(s) is/are objected to, 

8) n Claims iI2i£:25 are subject to restriction and/or election requirement. 
Application Papers 

9) n The specification is objected to by the Examiner 

1 0) 0 The drawing(s) filed on is/are objected to by the Examiner 

11) n The proposed drawing correction filed on is: «)□ approved b)^ disapproved. 



12)0 The oath or declaration is objected to by the Examiner. 



Priority under 35 U.S.C. § 119 

1 m Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 1 9(a)-(d) 

a)SA.I b)n Some^oD None of the CERTIFIED copies of the priority documents have been- 
1.23 received. 

2. n received in Application No. (Series Code / Serial Number) 

3. n received in this National Stage application from the International Bureau (PCT Rule 17 2(a)) 
see the attached detailed Office action for a list of the certified copies not received. ' 

14)0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. & 119(e). 
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DETAILED ACTION 
Election/Restrictions 

Restriction to one of tine following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-12, drawn to semiconductor device, classified in class 257, 
subclass 698. 

II. Claims 1 9-25, drawn to a method of making a semiconductor device, 
classified in class 438, subclass 106. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the substrate can be formed on the leads. In 
that the leads can be formed on the external connection leads and the leads can than 
be formed on the substrate. The rejoining request of the method claims is only an 
issue if there is allowable device claims, and since there is no allowable device claims 
the method claims will not be rejoined. 

Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 



'Application/Control Number: 09/245 288 

Art Unit: 2814 ' ^ 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

!^l*!ir inT.*'°" f'^*®?^^" °' described in a printed publication in this or a foreign country or in oublic 
States ^-t- Of application for'paTeSX Un'iS 

Claims 1-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Thompson et al. 

Thompson et al discloses a substrate 16 having a mounting surface for mounting 
a semiconductor device 10. A plurality of leads 20 are formed on the mounting surface 
and a plurality of conduction sections 23 are electrically connected to the leads 20 and 
provide an external terminal. 

In regards to claims 2 and 8, the substrate 16 contains through holes 24 which 
have conductive internal surfaces, and are connected to the leads 20. The internal 
surfaces of the through holes 24 define conductive sections as the substrate 16 is cut 
along the corresponding through holes 24 (see fig 1). 

in regards to claims 3, 4, 9 and 10, conduction sections 23 are electrically 
connected to the leads 20 by the conductive through holes 22/24. 

In regards to claims 5 and 1 1, the leads 20 radially extend from a peripheral area 
toward the central area of the substrate 16. 

In regards to claims 6 and 12, the semiconductor device is connected to a circuit 
substrate 25. 
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Conclusion 

1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mike Dietrich at (703) 306-0381 and between the hours 
of 8:00 AM to 4:00PM (Eastern Standard Time) Monday through Friday or by E-mail via 
Michael.Dietrich@uspto.gov. The Art Unit 2814 Fax Center number is (703) 308- 
7722; -7724. Primary Examiner Don Monin can be reached at (703) 308-4895. Any 
inquiry of a general nature or relating to the status of this application should be directed 
to the Group 2800 Receptionist at (703) 308-0956. 
Patent Examiner 



Michael C. Dietrich 



Donald L Monin, Jr. 
Primary Examiner 



